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Examiner 
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Applicant(s) 

KABU ET AL. 
Art Unit 

1777 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time maybe available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 03 February 201 1 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1,3,4 and 6-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1,3,4 and 6-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) ^ The drawing(s) filed on 13 January 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)|E|AII b)D Some * c)D None of: 

1 .|EI Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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PTOL-326 (Rev. 08-06) Office 
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DETAILED ACTION 

1 . In view of the Appeal Conference on 2/23/1 1 between David Weisz, Vickie Kim 
and Benjamin Utech, PROSECUTION IS HEREBY REOPENED. The examiner 
withdraws the finality of the previous Office action and modifies rejections established in 
the previous Office action as set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 1777 

Response to Amendment 

2. In response to the Appeal Conference and the Appeal Brief filed 2/3/1 1 , the 
examiner modifies the grounds of rejection. The 35 U.S.C. 103(a) rejections have been 
withdrawn, and 35 U.S.C. 102(e) rejections have been reestablished. Further, 35 
U.S.C. 1 12 2 nd paragraph rejections have been established. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1,3,4, and 6-1 0 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In claims 1 , 3, 4 and 6, there is claim 
language that is isolated by brackets and parentheses. The use of brackets and 
parentheses in these claims makes it unclear as to whether or not the language within 
them are intended to be claim limitations, and how they are intended to modify the 
method. Further, the content of the variables recited in the claims is unclear, as the 
concentrations and compositions are never explicitly defined. With this in mind, the 
variables could reasonably be interpreted to be any composition or concentration. The 
examiner reminds the applicant that while the claims are read in light of the 
specification, limitations from the specification are not read into the claims. Thus, 
claims 1 , 3, 4 and 6-10 are unclear and therefore indefinite. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 1, 3, 4, and 6-10 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Hammon et al. (US 2004/0015012, previously cited) (Hammon). 

Regarding claim 1 , Hammon discloses a method for supplying reaction gases in 
a catalytic gas-phase oxidation reaction (see "catalyzed", "gas-phase", "oxidation 
reactor", paragraph [0001]) in which at least a material to be oxidized (see 
"methacrolein", [001 1]) and a gas containing molecular oxygen (see "molecular oxygen", 
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[0002]) are mixed and the resultant mixture is supplied to a catalytic gas-phase 
oxidation reactor (see "feed gas mixture", [0029]), wherein a feed rate of the material to 
be oxidized and a feed rate of the gas containing molecular oxygen are adjusted (see 
""continuous operation", "feed gas mixture", and "cut-out mechanism" [0032]) so that 
when a composition of a gas at the inlet of the catalytic gas-phase oxidation reactor is 
changed from a first reactive composition point represented by plotting a concentration 
of the material to be oxidized and a concentration of oxygen in the gas at said inlet to a 
second reactive composition point compositions on the way of the change from the first 
to the second composition point fall outside an explosion range (see "migrating into the 
explosion area during the continuous operation", [0032]) wherein the material to be 
oxidized is isobutylene, tertiary butyl alcohol or methacrolein (see "methacrolein", 
[001 1]), wherein one of the feed rates of the material to be oxidized and the gas 
containing molecular oxygen is adjusted in advance by increasing it or decreasing it to 
the direction away from the explosion range and then the other feed rate is adjusted by 
increasing it or decreasing it to reach the second composition point so that the 
compositions on the way of the change from the first to the second composition point 
fall outside the explosion range (see "cut-out mechanism", [0032-0033]). 

Regarding claims 3 and 10, Hammon further discloses that the feed rates of the 
reaction gases are adjusted when certain composition points are reached (see 
"continuous operation", [0032]). Inherently, a continuous oxidation reaction would have 
multiple composition points. 

Regarding claims 4 and 6, Hammon discloses that a computer is controlled by a 
characteristic explosion diagram (see "diagram" and "computer", [0146]). 

Regarding claims 7-9, Hammon discloses the material to be oxidized may be 
isobutylene, tertiary butyl alcohol or methacrolein (see "isobutene", "tert-butanol" and 
"methacrolein", [001 1]). 

Response to Arguments 

Applicant's arguments with respect to claims 1, 3, 4, and 6-10 have been considered but 

are moot in view of the new ground(s) of rejection. With regard to previous discussion 
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regarding the word "reactive" implying that the method is performed continuously 
without shutting of the feed, in an Appeal Conference (2/23/1 1 ), it was determined that 
the word "reactive" should not be limited to implying that the feed is not shut off, as the 
composition would remain reactive before, during and immediately after the feed was 
shut off , but the claims must be given their broadest reasonable interpretation where 
two chemical compositions used(Hammon) are in fact "reactive compositions" since 
they are capable of reacting and they are readily participating in oxidation reaction when 
they get mixed together in reaction chamber . Since there is no specific definition given 
by instant specification, the claims must be given their broadest reasonable 
interpretation. Therefore, the interpretation of claims (i.e. reactive ) should be made 
based on the full definition of the term "reactive" including " Definition in Chemistry & 
Physics Tending to participate readily in reactions ". Thus, it was determined that 
the Hammon reference is still considered anticipatory to the claims as they currently 
stand. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID WEISZ whose telephone number is (571)270- 
7073. The examiner can normally be reached on Monday - Thursday, 7:30 a.m. - 5:00 
p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on (571)272-0579. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/D. W./ 

Examiner, Art Unit 1777 
/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 1777 



